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REMARKS 

In a telephone interview with Examiner Frank of July 10, 2003, he indicated 
that this case was restricted Into two groups: 

Group I was drawn to a system of color matching 1-21 , 24-29; and 
Group II was drawn to a color swatch 22-23. 

For purposes of Examination Applicants' have provisionally elected Group I 
reserving the right to traverse. 

To be fully responsive to this restriction requirement, Applicants have 
cancelled claims 22 and 23. Applicants reserve the right to file one or more 
divisional applications to the non-elected subject matter. 

In the specification page 9 line 8 the Method 200 was not found on Figure 6. 
Figure 6 has been amended to include the Method 200 label See Replacement 
Sheet attached. On page 9 line 19, the specification has been amended to change 
215 to 225. In view of these corrections, applicants traverse the objections to the 
specification and respectfully request that the specification be accepted as 
amended. 

Claims 3,6,7,10,13,14,18,19,21,24 and 27-29 stand rejected under 35 USC 
§112, second paragraph,, as being indefinite. The members of the Markush groups in 
claims 3,6,7,1 0,1 3,14,18,19,21 ,24 and 27-29 comply with the unity of invention clause 
in MPEP 803.02. 

803.02 Restriction - Markush Claims 
PRACTICE RE MARKUSH-TYPE CLAIMS 

If the members of the Markush group are sufficiently few In number or so closely related that a 
search and examination of the entire claim can be made without serious burden, the examiner 
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must examine all the members of the Markush group In the claim on the merits, even though they 
are directed to independent and distinct inventions. In such a case, the examiner will not follow 
the procedure described below and will not require restriction. 

Since the decisions in In re Weber. 580 F.2d 455. 198 USPQ 326 (CCPA 1978) and In re Haas, 
580 F2d 461 , 1 98 USPQ 334 (CCPA 1 978), it is improper for the Office to refuse to examine that 
which applicants regard as their Invention, unless the subject matter in a claim lacks unity of 
invention. In re Harnish, 631 F.2d 718, 206 USPQ 300 (CCPA 1980); and Ex parte Hozumi, 3 
USPQ2d 1059 (Bd. Pat App. & Int. 1984). Broadly, unity of invention exists where compounds 
included within a Markush group (1 ) share a common utility, and (2) share a substantial structural 
feature disclosed as being essential to that utility. 

For example in claim 3, unity of invention exists where compounds included 
within a Markush group (1) share a common utility, and (2) share a substantial 
structural feature disclosed as being essentia! to that utility. Here the dyestuff, dye 
specification, dyeing procedures, finishes, finishing procedures, preparation chemicals, 
preparation processes and combinations thereof, all contribute directly to the overall 
color of the final product. Therefore this information is critical to communicate to the 
dyehouse to insure a proper color match. There can be no question that this 
information (1) shares a common utility (outcome determinate data for color), and (2) 
share a substantial structural feature (capable of being quantified) disclosed as being 
essential to that utility. Here it is also true that combination of dye formulations with 
dyeing procedures or any of the other factors can also influence color so combinations 
of these features should also be proper. Applicants position with respect to unity of 
invention, detailed above is equally applicable to claims 3,6,7,10,13,14,18,19,21 ,24 and 
27-29. Therefore, applicants respectfully request reconsideration and that the 35 U.S.C. 
112, second paragraph, rejection be withdrawn. 

Claims 8 and 29 stand rejected under 35 U.S.C. 112, second paragraph as 
being indefinite, for using the language "and combinations of both\ Claims 8 and 29 
have been amended to remove this language from the claims. Applicants traverse this 
rejection and respectfully request that the claims allowed. 

Claim 2 stands rejected under 35 USC §112, second paragraph, as being 
indefinite. Claim 2 does not contain the language "and combinations thereof. The 
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applicants respectfully request the rejection to claim 2 be withdrawn and the claim be 
allowed. 

Claims 1-6, 9-13, 16, 17-21, and 24-27 stand rejected under 35 USC §102 (e), 
as being anticipated by Priestley et al., (US 2002/0021439 A1). Applicants note the 
office's arguments in section 9 pages 4-6 of the Official Actipn and traverse. In 
Priestley et al, the initial step in all cases is the capture of an image of the article to be 
matched, a tooth for example. Any consequential color values are determined or 
measured from this image and not from the article. In the current application the color 
values and reflectance values are determined or measured directly from the engineered 
color standard (ECS). Furthermore, it would destroy the ability to overcome 
metamerism in the current application if the reflectance data were measured from a 
captured image of the ECS. Metamerism is the effect where two objects appear to be 
the same color when viewed under one illuminant (daylight for example), but do not 
appear the same under a different illuminant (cool white fluorescent for example). 
Metamerism occurs due to the objects having different spectral reflectance curves. 
Please see the attached excerpt from The Measurement of Appearance", by Richard 
S. Hunter. In view of these arguments the applicants traverse the rejection based on 
Priestley et aL, and respectfully request the claims be allowed. 

Claims 7, 8, 14, 15, 28, and 29 stand rejected under 35 USC §103 (a), as being 
obvious over Priestley et al. in view of Wasinger et ah (US 5,633,722 A). Applicants 
note the office's arguments in section 11, on pages 7 and 8 of the Official Action, and 
traverse. Wasinger et al. uses a television camera as the method of determining the 
color of the textile being treated. As with the captured image above, the television 
camera will not be able to give a measurement that can overcome the metamerism 
between two objects. In the present invention the color is either inspected visually, or 
electronically. Electronically in the instant application involves reflectance data 
generated from a spectrophotometer, preferably correlated by color matching software. 
In the present application no visual image is captured, as is the case with both the 
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Priestley and Waslnger references. In light of this and the arguments set forth above 
in regards to Priestley et al. the Applicants respectfully request the claims be allowed. 

As the total number of claims does not exceed the number of claims originally 
paid for, no fee is believed due. However if an additional fee is required, the 
Commissioner is hereby authorized to credit any overpayment or charge any fee 
deficiency to Deposit Account No. 03-2060. 

Entry of the above amendment is respectfully requested. The claims are fully 
supported by the specification. 



Customer Number 25,255 

CLARIANT CORPORATION 
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